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DETAILED ACTION 

1 . This is in response to the applicant's communication filed on March 31 , 2006, 
wherein: 

Claims 1-30 are currently pending; 

Claims1-5, 10-12, and 16-21 have been amended; 

Claims 22-30 have been added. 

Response to Amendment 
Drawings 

a. The drawing objection has been withdrawn. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-30 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, the applicant claims: 

receiving, at a data processing system comprising a first database, a signal from 
a client system, the signal indicating that a user has identified an electronic document 
containing reference information to be disclosed to a patent office, the reference 
information comprising a set of IDS information that can be used to create an IDS 
for disclosing the electronic document to an official patent office 
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The highlighted portion describes the information. It is therefore not clear what 
the applicant is claiming in this step. It appears that all that is occurring is receiving a 
signal from a system at a first database. 

The claim language goes on to read: 

in response to the signal, accessing the electronic document at a second 
database external to the data processing system 

This step is unclear. What is happening here? A signal is received in a first 
database. In response to the signal, an electronic document is accessed at a second 
database. Who or what is doing the accessing? 

The next step is: 

loading into the first database at least a portion of the electronic document, 
wherein the at least a portion of the electronic document comprises the IDS information; 
What does the applicant mean by "loading at least a portion of the electronic 
document"? 

The next step is: 

accessing an electronic IDS corresponding to a patent application; and adding 
the IDS information to the electronic IDS. 

It appears that the applicant is essentially storing IDS information at a first 
database and then adding the information into an electronic IDS. 

Claims 2 and 17 read: 

wherein the electronic document includes a plurality of fields for storing the IDS 
information, and wherein adding the IDS information to the electronic IDS comprises 
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extracting the IDS information from each of the plurality of fields and storing the IDS 
information in a corresponding plurality of fields in the electronic IDS. 

This language is unclear. What does the applicant mean by the language 
extracting the IDS information from each of the plurality of fields. Is the applicant 
claiming prior art references with a plurality fields are does just the electronic IDS have 
a plurality of fields? 

Claim 3 claims a reference link stored to the electronic document, storing a 
reference to each of one or more patent cases, and linking the references and the 
patent cases. Are the patent cases applications or are they prior art references? 

Claim 4 claims adding the IDS information to the electronic IDS comprises 
storing the IDS information in the electronic IDS. Is the applicant referring to the 
reference number? What exactly is being stored in the electronic IDS? 

Claim 16 claims: 

storing in a reference table, a reference link to the electronic document; 

in a case table, linking a first case to the reference link; and 

adding the IDS information to an electronic IDS for the first case. 

What does the applicant mean by the language "in a case table, linking a first 
case to the reference link? What does the applicant identify as a case table? Is this a 
pending application? 

Claim 18 reads: 
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storing one or more cited reference links to a plurality of electronic documents in 
a cited reference table, the cited reference links indicating that the plurality of 
electronic documents that have cited to a patent office 

What does the applicant mean by the link indicating that the plurality of electronic 
documents that have been cited to a patent office? 
The claim goes on to read: 

wherein the IDS information is added to the electronic IDS only if the electronic 
IDS has a reference link in the reference table but does not have a cited reference link 
in the cited reference table. 

This language is unclear to the Examiner. 

Claim Rejections ■ 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 29-30 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 29-30 are directed to a system comprising computer readable 
instructions. 

MPEP Section 2106 B (1) states: 

1 . Nonstatutory Subject Matter 

Claims to computer-related inventions that are clearly nonstatutory fall into the 
same general categories as nonstatutory claims in other arts, namely natural 
phenomena such as magnetism, and abstract ideas or laws of nature which 
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constitute "descriptive material." Abstract ideas, Warmerdam, 33 F.3d at 1360, 
31 USPQ2d at 1759, or the mere manipulation of abstract ideas, Schrader, 22 
F.3d at 292-93, 30 USPQ2d at 1457-58,are not patentable. Descriptive material 
can be characterized as either "functional descriptive material" or "nonfunctional 
descriptive material." In this context, "functional descriptive material" consists of 
data structures and computer programs which impart functionality when 
employed as a computer component. (The definition of "data structure" is "a 
physical or logical relationship among data elements, designed to support 
specific data manipulation functions." The New IEEE Standard Dictionary of 
Electrical and Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive 
material" includes but is not limited to music, literary works and a compilation or 
mere arrangement of data. Both types of "descriptive material" are nonstatutory 
when claimed as descriptive material per se. Warmerdam, 33 F.3d at 1360, 31 
USPQ2d at 1759. When functional descriptive material is recorded on some 
computer-readable medium it becomes structurally and functionally interrelated 
to the medium and will be statutory in most cases. 



(a) Functional Descriptive Material: "Data Structures" Representing Descriptive 
Material Per Se or Computer Programs Representing Computer Listings Per Se 

Data structures not claimed as embodied in computer-readable media are 
descriptive material per se and are not statutory because they are not capable of 
causing functional change in the computer. See, e.g., Warmerdam, 33 F.3d at 
1361, 31 USPQ2d at 1760 (claim to a data structure per se held nonstatutory). 
Such claimed data structures do not define any structural and functional 
interrelationships between the data structure and other claimed aspects of the 
invention which permit the data structure's functionality to be realized. In 
contrast, a claimed computer-readable medium encoded with a data structure 
defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data 
structure's functionality to be realized, and is thus statutory. 



NOTE: The Examiner finds that it is difficult to completely construe the claim 
scope at this time. However, in accordance with MPEP §2173.06 and the USPTO's 
policy of providing art rejections, the claims are construed and the art is applied as 
much as practically possible. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Porcari 
(US 2001/0037460) (hereinafter referred to as Porcari). 
Referring to Claims 1 and 22-30: 

Porcari discloses a computer implemented method, a program and a system for 
generating an information disclosure statement comprising: 

a computer system with a database and a processor and a computer readable 
medium in communication with the processor which when executed by the computer 
performs the steps of (Figure 1 and paragraphs [0024-0032]; 

receiving, at a data processing system comprising a first database, a signal from 
a client system, the signal indicating that a user has identified an electronic document 
containing reference information to be disclosed to a patent office, the reference 
information comprising a set of IDS information that can be used to create an IDS for 
disclosing the electronic document to an official patent office [0056-0058]; 
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in response to the signal, accessing the electronic document at a second 
database external to the data processing system [0056-0057]; 

loading into the first database at least a portion of the electronic document, 
wherein the at least a portion of the electronic document comprises the IDS information; 
statement (IDS) information [0056-0057]; 

accessing an electronic IDS corresponding to a patent application [0056-0057] ; 

and 

adding the IDS information to the electronic IDS [0056-0057]. 
Referring to Claim 16: 

Porcari discloses a computer implemented method of generating an information 
disclosure statement comprising: 

receiving, at a data processing system comprising a first database, a signal from 
a client system, the signal indicating that a user has identified an electronic document 
containing reference information to be disclosed to a patent office, the reference 
information comprising a set of IDS information that can be used to create an IDS for 
disclosing the electronic document to an official patent office [0056-0058]; 

in response to the signal, accessing the electronic document at a second 
database external to the data processing system [0056-0057]; 

loading into the first database at least a portion of the electronic document, 
wherein the at least a portion of the electronic document comprises the IDS information; 
statement (IDS) information [0056-0057]; 
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storing in a reference table a link to the electronic document and linking the 
electronic document with a case [0056-0057];and 

adding the IDS information to the electronic IDS [0056-0057]. 
Referring to Claims 2 and 17: 

Porcari discloses wherein the electronic document includes plurality of fields for 
storing the IDS information, and wherein adding the IDS information to the electronic 
IDS comprises extracting the IDS information [0056-0058]. 

Referring to Claim 3: 

Porcari discloses wherein associating the electronic document with one or more 
patent documents comprises: 

storing a reference link to the electronic documents in a reference table [0056- 

0058]; 

storing the one or more patent cases in a case number table [0056-0058]; and 
linking each of the one or more patent cases to the reference link in the reference 
table [0056-0058]. 

Referring to Claim 4: 

Porcari discloses wherein associating the IDS information includes storing the 
IDS information in the electronic information disclosure statement [0056-0058]. 
Referring to Claim 5: 

Porcari discloses extracting IDS information from the reference information 
[0045] and [0056-0058]. 
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Referring to Claim 6: 

Porcari discloses wherein the IDS information is extracted from the reference 
information automatically in response to the signal [0056-0058]. 
Referring to Claim 7: 

Porcari discloses providing a create prompt to the user for generating the create 
signal [0039] and [0045]. 
Referring to Claim 8: 

Porcari discloses wherein the create prompt comprises an electronic button 
(Figure 1(14)). 

Referring to Claim 9: 

Porcari discloses wherein the database is coupled to the remote server system 
over a computer network [0024-0026]. 
Referring to Claim 10: 

Porcari discloses providing access to the electronic information disclosure 
statement to multiple users over a network [0025]. 
Referring to Claim 1 1 : 

Porcari discloses electronically transmitting the electronic information disclosure 
statement to a patent office [0009] and[0058]. 
Referring to Claim 12: 

Porcari discloses receiving a signal indicating that an is being electronically filed 
in a patent office [0054-0055]; and 
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electronically transmitting the electronic information disclosure statement to the 
patent office [0009], [0045] and [0058]. 

Referring to Claims 13-15 and 19-21: 

Porcari discloses wherein the electronic document is an electronic version of a 
United States Patent, a foreign patent document, or an electronic version of a 
publication [0056-0058]. 

Referring to Claim 18: 

Porcari discloses storing one or more cited reference links to one or more of the 
electronic documents in a cited reference table, the cited reference links being 
associated with the electronic documents that have been cited to a patent office [0056- 
0058]; 

wherein associating the IDS information comprises associating the IDS 
information for each of the one or more electronic documents that have reference links 
in the reference table but do not have cited reference links in the cited reference table 
with an electronic invention disclosure statement for the case in response to the signal 
[0045] and [0056-0058]. 
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Response to Arguments 

5. Applicant's arguments filed March 31 , 2006 have been fully considered but they 
are not persuasive. 

The applicant argues that Porcari does not disclose receiving a signal indicating 
that a user has identified an electronic document containing reference information to be 
disclosed to a patent office. The Examiner respectfully disagrees. Porcari discloses 
allowing various documents to be selected as being on point [0045]. The Examiner 
interprets the selecting to be a signal that the user has identified a document containing 
reference information. 

The applicant states that Porcari does not teach adding the IDS information to 
the electronic document. The Examiner disagrees. Porcari discloses linking the prior 
art to the IDS via hyperlinks. Thus, the hyperlink is IDS information added to the 
electronic IDS. Moreover, if applicant is adding the IDS document to the IDS form, the 
Examiner asserts there is a lack of enablement. It is not clear how you could add a 
document to the field lines of an electronic IDS. 

Furthermore, the Examiner asserts that Porcari discloses the limitations of claim 
16 as understood by the Examiner and directs the applicant to [0058]. 

As for applicant's argument as to claim 2, the Examiner is interpreting claim 2 as 
best the Examiner understands claim 2. As set forth above, it is not clear how one adds 
IDS information to the electronic IDS by extracting IDS information from a plurality of 
fields. If applicant is not disclosing storing a hyperlink to the prior art reference 
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document, the Examiner asserts that there is a lack of enablement as to how one adds 
a document to the line fields of an electronic IDS. 

Referring to Claim 18, the Examiner is not clear what the applicant is claiming, as 
indicated by the 112, second paragraph rejection. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janice A. Mooneyham whose telephone number is (571) 
272-6805. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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